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DETAILED ACTION 



Acknowledgements 



1 . This Office action is in response to Applicant's response filed on 12 April 2010 
("April 2010 Response"). 

2. The April 2010 Response is in response to the Examiner's Final Office Action 
mailed on 24 March 2010 ("March 2010 Final Office Action"). 

3. The April 2010 Response contained claim amendments and " Remarks " (April 
2010 Remarks"). 

4. The April 2010 Remarks argued that the March 2010 Final Office Action is 
improper because the March 2010 Final Office Action includes a new grounds for 
rejection that were not necessitated by Applicant's amendments filed on 18 November 
2009 ("November 2009 Amendments"). 

5. The Examiner has reviewed the April 2010 Remarks, claims, November 2009 
Amendments and file history. Based on the Examiner's review of the April 2010 
Remarks, claims, November 2009 Amendments and file history, the Examiner agrees 
the March 2010 Final Office Action includes a new ground for rejection that were not 
necessitated by Applicant's November 2009 Amendments. 

6. Because the March 2010 Final Office Action includes a new ground for rejection 
that were not necessitated by Applicant's November 2009 Amendments, the finality in 
the March 2010 Final Office Action is hereby withdrawn. 

7. A new final office action is set forth below. 

8. Claims 1-12 are pending. 
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9. 



Claims 1-12 have been examined. 



Claim Rejections - 35 USC § 103 



1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-12 are rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Hiratsuka (U.S. 2004/0064380) in view of Akiyama et al. (U.S. 5,805,699). 

12. With respect to claims 1, 10 and 12: 

1 3. Hiratsuka discloses a contents copying management system ("Overall view of the 
system", Fig. 1) configured by connecting ("Communication network CN") a contents 
copying apparatus ("Personal computers" PCa1, PCa2,...) and a copying management 
device ("Server SV") by a network ("Communication network CN"), said contents 
copying apparatus comprising: 

a. the controller ("CPU 1 centrally performs various controls", If [0024]) 
further configured to acquire apparatus identifying information ("an apparatus 
number (PC number)" U [0018]) specific to and indicating said contents copying 
apparatus itself; 

b. a first transmission/reception section ("Communication interface", item 8 of 
Fig. 1 B) that transmits ("send user information", step P1 , Fig. 4A) said medium 
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identifying information and said apparatus identifying information ("an apparatus 
number (PC number)" If [0018]) to said copying management device ("Server 
SV") as copying-related combination information; 

c. the first transmission/reception section ("Communication interface", item 8 
of Fig. 1 B) further receives copying authorizing information ("control data Dc", H 
[0007]) generated by said copying management device ("Server SV") on the 
basis of said copying-related combination information at the time of accessing 
said copying management device, after transmitting said medium identifying 
information ("server apparatus SV sends the copy control data Dc of the relevant 
contents as a reply", U [0007]) 

d. and the controller ("CPU 1 centrally performs various controls", If [0024]) 
further configured to control an operation of copying said contents in response to 
said copying authorizing information ("In accordance with the contents of the 
copy control data Dc, information processing terminal PC determines whether or 
not to copy the relevant contents into external apparatus", If [0007]) 

e. said copying management device ("Server SV") comprising: 

f. a database ("storing device 4 of the server SV stores", If [0031 ]) that 
registers and stores ("the server SV stores personal information regarding each 
of the numerous users US (a, b, c, . . . ) registered in the server SV as user 
information Du...", [0031], [0044]-[0046]) said copying-related combination 
information ("Du, Db and Dc, Fig. 2) received from said contents copying 
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apparatus ("Personal computers" PCa1, PCa2,...) in advance ("registered in 
advance", [0007] and [0040]); 

g. a control section ("Server SV") configured to compare said copying-related 
combination information ("Du, Db and Dc, Fig. 2) received at the time of access 
by said contents copying apparatus with said copying-related combination 
information registered in said database in advance ("registered in advance", fflf 
[0007] and [0040]), that judges agreement or disagreement ("validated or 
invalidated") of said combinations of medium identifying information and 
apparatus identifying information ("an apparatus number (PC number)" 1f [0018]), 
and that generates copying authorizing information ("control data Dc", If [0007]) 
for authorizing an operation of copying the contents in response to agreement of 
said combinations but that generates copying non- authorizing information for not 
authorizing any operation of copying the contents in response to disagreement of 
said combinations ("copying process is validated or invalidated in accordance 
with the current contents of the copy control data Dc", If [0038]); 

h. and a second transmission/reception section that transmits said copying 
authorizing information ("control data Dc", If [0007]) to said contents copying 
apparatus ("server SV reads the copy control data corresponding to the sent 
music reference number out from the music data purchase information area Db 
of the relevant user information Du of the storing device (HD) and sends the copy 
control data to the relevant terminal PC as a reply (S8)", If [0056]). 
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i. Hiratsuka discloses a copying controlling system using the copying 
apparatus number and user information but does not explicitly disclose use of 
medium identifying information. 

j. However Akiyama teaches a controller ("Medium identifier reading means 
4" of Fig. 1) configured to acquire medium identifying information specific to and 
characterizing a recorded-contents-carrying original recording medium ("storage 
medium identifier reading means 4 reads out a storage medium identifier (IDk) 
recorded in the target storage medium 3", C 4, II. 12-14); 
k. Therefore, it would have been obvious to one of ordinary skill to combine 
the teachings of Hiratsuka and Akiyama in order to provide a copy control 
method and system using medium identifying information and the copying 
apparatus information, resulting in a more accurate and effective copy control 
method that prevents unauthorized copying by users and results in improved 
revenues for the content producers and distributors, since so doing could be 
performed readily and easily by any person of ordinary skill in the art, with neither 
undue experimentation, nor risk of unexpected results. 

I. Additionally, the Supreme Court in KSR International Inc. v. Teleflex Inc. 
(KSR) particularly emphasized "the need for caution in granting a patent based 
on the combination of elements found in the prior art," and discussed 
circumstances in which a patent might be determined to be obvious. Importantly, 
the Supreme Court reaffirmed principles based on its precedent that "[t]he 
combination of familiar elements according to known methods is likely to be 
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obvious when it does no more than yield predictable results." In this case, the 

combination of apparatus identifying information as disclosed by Hiratsuka and 

medium identifier information as disclosed by Akiyama would yield a predictable 

result, specifically: copying related combination information identifiable by the 

copying management device to validate (authorize) or invalidate (deny) copying 

operation by the contents copying apparatus . It would have been obvious to one 

of ordinary skill in the art to modify Hiratsuka to include Akiyama because the 

claimed invention is merely a combination of old elements, and in the 

combination each element merely would have performed the same function as it 

did separately. Furthermore one of ordinary skill in the art would have recognized 

that the results of the combination were predictable, therefore the combination 

has been deemed obvious. 

14. With respect to claim 2: 

15. Hiratsuka discloses wherein said controller ("CPU 1 centrally performs various 
controls", If [0024]) is further configured to control reproduction of said copied contents 
according to said copying authorizing information ("In accordance with the contents of 
the copy control data Dc, information processing terminal PC determines whether or not 
to copy the relevant contents into external apparatus", U [0007]). 

16. With respect to claim 4: 

17. Hiratsuka discloses wherein said controller ("CPU 1 centrally performs various 
controls", If [0024]) is further configured to control copying of said contents according to 
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said copying authorizing information ("In accordance with the contents of the copy 
control data Dc, information processing terminal PC determines whether or not to copy 
the relevant contents into external apparatus", ^ [0007]) and displays a predetermined 
warning image on a display when copying is not authorized according to said copying 
authorizing information ("the display 6 of the terminal PC display a message that "the 
music data cannot be sent because the music data are already copied", U [0057]). 

18. With respect to claim 5: 

1 9. Hiratsuka discloses wherein said database ("storing device 4 of the server SV 
stores", H [0031]) registers said medium identifying information ("the server SV stores 
personal information regarding each of the numerous users US (a, b, c, . . . ) registered 
in the server SV as user information Du...", fflf [0031], [0044]-[0046]) said copying- 
related combination information ("Du, Db and Dc, Fig. 2) received from said contents 
copying apparatus ("Personal computers" PCa1, PCa2,...) according to a title of said 
contents on a title by title basis ("the list of items (music titles, numbers, etc.) of the 
already purchased music data Dmd stored in storing device 4", If [0055]) when 
registering and storing in advance ("registered in advance", [0007] and [0040]) said 
copying- related combination information received from said contents copying apparatus 
and said control section is further configured to select said medium identifying 
information to be compared according to said title when it compares said copying- 
related combination information received at the time of said access of said contents 
copying apparatus with said copying-related combination information registered in 
advance in said database (1ffl0031], [0032], [0034] and [0049] and Fig. 2). 
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20. With respect to claims 6 and 7: 

21 . Hiratsuka discloses wherein said controller is further configured to generate the 
contents to be copied, convoluting said medium identifying information and said 
apparatus identifying information ("an apparatus number (PC number)" If [0018]) into 
said contents, when copying said contents, and to control reproduction of said copied 
contents by taking out the medium identifying information and the apparatus identifying 
information from said copied contents, to transmit the combined information to said 
copying management device by said first transmission/reaction section and to receive 
said copying authorizing information generated by said copying management device on 
the basis of the combination of the medium identifying information and apparatus 
identifying information when reproducing said copied contents ("for each of the music 
data (1,2,3,. . . ), the music information Dm is made of a music reference number 
(music ID number) for specifying the relevant music data, an SMF (Standard MIDI File) 
representing the contents of the relevant music as well as lyric data, image data, and 
other data corresponding to the relevant music, as illustrated in the central two columns 
of FIG. 2. Here, the other data of each of the music data include the copy control data 
Dc representing the number of times the relevant music data can be copied, as shown 
by broken lines in the rightmost column. However, the copy control data Dc need not 
be stored for each of the music data if the same number (for example "2" (at the time of 
downloading)) is to be set, irrespective of the music, in the copy control data Dc", If 
[0034]). 

22. With respect to claim 8: 
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23. Hiratsuka discloses wherein said controller is further configured to encode the 
contents, using said apparatus identifying information as key, when carrying out an 
operation of copying said contents ("regarding the PC number, the server SV may 
impart a unique (single) number each time", [0018]). 

24. With respect to claim 9: 

25. Hiratsuka discloses a copying management device ("Server SV") comprising: a 
transmission/reception section that receives medium identifying information specific to 
and characterizing a recorded-contents-carrying original recording medium and 
apparatus identifying information ("an apparatus number (PC number)" U [0018]) 
specific to and indicating a contents copying apparatus itself from said contents copying 
apparatus as copying-related combination information at the time of copying said 
contents by a network; a database that registers and stores said copying-related 
combination information received from said contents copying apparatus in advance; a 
control section configured to compare said copying-related combination information 
received at the time of access by said contents copying apparatus with said copying- 
related combination information registered in said database in advance, to determine 
agreement or disagreement of said combinations of medium identifying information and 
apparatus identifying information, to generate copying authorizing information for 
authorizing an operation of copying the contents in response to agreement of said 
combinations but to generate copying non-authorizing information for not authorizing 
any operation of copying the contents in response to disagreement of said 
combinations; and the transmission/reception section further transmits said copying 
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authorizing information to said contents copying apparatus, wherein said copying 
management device controlling copying of said contents by said contents copying 
apparatus from said recorded-contents-carrying original recording medium according to 
said copying authorizing information with respect to each recorded-contents- carrying 
original recording medium. (Also, refer to claim 1 rejection) 

26. With respect to claim 1 1 : 

27. Hiratsuka discloses a contents copying apparatus ("Personal computers" PCa1 , 
PCa2,..., Figs. 1Aand 1B) comprising: a controller configured to acquire medium 
identifying information specific to and characterizing a recorded-contents-carrying 
original recording medium; the controller further configured to acquire apparatus 
identifying information ("an apparatus number (PC number)" If [0018]) specific to and 
indicating said contents copying apparatus itself; a transmission/reception section 
configured to transmit said medium identifying information and said apparatus 
identifying information to a copying management device connected to it by a network as 
copying-related combination information; the transmission/reception section further 
configured to receive copying authorizing information generated after registration of said 
copying-related combination information by said copying management device by 
comparing said copying-related combination information transmitted at the time of a 
new access to said copying management device, after the transmitting said medium 
identifying information, with said copying-related combination information registered in 
advance, and to authorize an operation of copying the contents in response to 
agreement of said combinations of medium identifying information and apparatus 
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identifying information but not authorizing any operation of copying the contents in 
response to disagreement of said combinations from said copying management device; 
and the controller further configured to control the operation of copying according to 
said copying authorizing information. (Also, refer to claim 1 rejection). 

28. With respect to claim 3: 

29. Akiyama teaches wherein said medium identifying information is a characteristic 
of the printing surface of said recorded-contents-carrying original recording medium 
produced at the time of printing ("storage medium 3 has an individual storage medium 
identifier which is written at the factory before shipment", C 4, II. 6-8), information of the 
signals on the recording surface of said recorded-contents-carrying original recording 
medium, the signals recorded on the recording surface, or a combination of one or more 
of: the characteristic of the printing surface of said recorded-contents-carrying original 
recording medium produced at the time of printing, information of the signals on the 
recording surface of said recorded-contents-carrying original recording medium, or the 
signals recorded on the recording surface. ("FIG. 3(B) is a diagram showing the record 
structure of the MO disc 12, where a storage medium identifier IDk (k=1,2, . . . ,m) is 
recorded. Although most part of the MO disc 12 can be freely written and/or read by the 
end users, the storage medium identifier IDk is written in a special part of the disc that 

is not rewritable. This storage medium identifier IDk may be a serial number which is 
assigned uniquely to each medium at the factory before shipment", C 5, II. 29-36). 

30. Therefore, it would have been obvious to one of ordinary skill to combine the 
teachings of Hiratsuka and Akiyama in order to provide a copy control method and 
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system using medium identifying information and the copying apparatus information, 

resulting in a more accurate and effective copy control method that prevents 

unauthorized copying by users and results in improved revenues for the content 

producers and distributors, since so doing could be performed readily and easily by any 

person of ordinary skill in the art, with neither undue experimentation, nor risk of 

unexpected results. 



Response to Arguments 

31 . The Applicants argue that "identifier SIDi in Akiyama does not identify a recording 
medium itself. 

32. The argument is persuasive and the claim rejection is modified accordingly to 
reflect the medium identifier to be IDk. 

33. The Applicants argue that "storage medium identifier IDk in Akiyama does not 
identify the contents copying apparatus itself. 

34. The argument is persuasive and the claim rejection is modified accordingly to 
reflect the Apparatus identification number to be "apparatus number ("an apparatus 
number (PC number)" If [001 8]) of Hiratsuka. 

Conclusion 

35. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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m. Also, refer to patents issued to Morioka et al. (US 6,526,010) and Mitui et 

al. (US 6,937,553) where use of medium identifying information being used to 

control content copying methods. 



36. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). 

37. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 C.F.R. § 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 

38. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to MURALI DEGA whose telephone number is (571)270- 
5394. The Examiner can normally be reached on Monday to Thursday 7.00AM to 5.30 
PM. 

39. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew J. Fischer can be reached on 571-272-6779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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40. Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Murali K. Dega/ 
Art Unit 3621 
May 2, 2010. 



